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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Species IV, claims drawn to Fig. 20 in the 
reply filed on January 1 1 , 2006 is acknowledged. 

2. Claims 8, 10, 20, and 25-45 are withdrawn from further consideration pursuant to 
37 CFR 1.142(b) as being drawn to a nonelected species, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
January 11, 2006. 

Specification 

3. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Objections 

5. Claim 23 is objected to because the claim language "radius of curvature" 
measured by inches is indefinite. 
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Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Applicant claims surgical instrument is free of any 
mechanical connection between the lever and the slide member. The specification 
lacks definite language disclosing the connection means between the lever and the 
slide member, making claim 1 indefinite. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 16-19 are rejected under 35 U.S.C. 102(b) as being anticipated by Shutt 
et al. (5507772). In regard to claim 16, Shutt et al. shows a disposable surgical tool 
module 140 for use with a separate actuator module 12. The tool module 140 has 
proximal 144 and distal 146 ends, hollow elongate support member at the distal end of 
housing 142 with free distal end 146 having an opening, a surgical implement capable 
of motion in the proximal-distal direction 152, a slide member 154 with a slot 156, the 
housing 142 having an opening aligned with the slot 156 of slide member 154, and the 
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tool module 140 is free from any structure for moving the slide member in the proximal 
direction (Figure 11). In regard to claim 17, the surgical tool module 140 comprises a 
kit with an actuator module 140 including a handle 20 and a lever 24 pivotably 
connected to handle 20 via coupler 26 (Figure 1). In regard to claim 18, Shutt shows an 
elongate rod 18 and a tissue manipulator 16 in which the elongate rod 18 is received in 
support member 14. In regard to claim 19, Shutt shows the surgical tool module 140 
comprising a spring 204 in the housing (column 14, lines 5, 16-25). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lucey et al. (5782834) in view of Shutt et al. In regard to claim 1 , Lucey et al. shows a 
surgical instrument 10 with a proximal and distal end, a handle 25 curved for gripping, a 
hollow elongate support member 14, a slide member 34, a slot 94 between the two 
ends, a lever 24 including a handpiece trigger for gripping, a pivotal connection 1 36 
including an integral drive portion on the other side of the pivotal connection 1 36 and an 
integral cam portion (shown in Figure 2, not numbered), and a spring 146. Lucey et al. 
lacks an integral cam received in the slot in the slide member. Shutt et al. teaches a 
disposable surgical tool module 140, a slide member 154 having a front end near 140 
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and back end near 192, with slot of slide member near 209 for the purpose of receiving 
integral cam 210 (Figure 16). In regard to claim 2, Lucey et al. shows a handle 25 and 
proximal opening aligned with slide member 34, a channel 36, an entry slot 94 in 
connection with the channel 36 (Figure 2). In regard to claim 3, Lucey et al shows a 
housing around a portion of the slide member 34, which includes a cartridge that is 
removable from the handle and the lever (Figure 2). In regard to claim 4, the housing 
has a proximal opening included with suction means 38 aligned with slide member, a 
distally extending channel 36, and an entry slot 94 in communication with the channel. 
Therefore it would have been obvious to one having ordinary skill in the art at the time 
of the invention to modify Lucey et al. with a slot in the slide member as taught by Shutt 
et al. since such modification would provide a receiving portion for the cam member. 

12. Claims 5-6 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Steadman et al. (5928252) in view Troutner et al (4091880). In regard to claim 5, 
Steadman et al. shows a modular surgical instrument 40, an actuator module 
comprising a handle 44 curved for gripping, an integral support portion shown (not 
numbered) in Figure 2A comprising the lower portion of housing 21 , a lever 42 pivotally 
connected 43 to support portion of handle, the lever including a trigger portion 
(curvature indentations shown on lever 42 in Figure 2A) and drive portion (not 
numbered) includes the region on lever 42 above pivotal connection 43, a trigger portion 
longer than the drive portion (Figure 2A), a tool module comprising a hollow housing 21, 
a hollow elongate support member defined as the lower portion of housing, a 
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passageway defined by the shaded region between the housing 21 and support 
member, a surgical instrument 40 capable of motion in the proximal-distal direction 
(column 3 lines 5-10), a slide member 15. Steadman et al. lacks separate operation of 
the actuator and the tool modules. Troutner et al. teaches a surgical instrument 20, in 
which the actuator 22 and tool module 28 are held together by latch 30 (Figures 1 and 
2). Additionally, the actuator module may include a power pack for actuating the 
module providing the capability of the actuator and tool module being assembled and 
used independently of each other. In regard to claim 6, Steadman et al. shows a slide 
member 15 with and elongate slot 29 and the housing of the tool module 21 has an 
opening 23 aligned with the elongate slot 29. In regard to claim 1 1 , Steadman et al. 
shows a cannula 41. Therefore it would have been obvious to one having ordinary skill 
in the art at the time of the invention to modify Steadman et al. with a latch means to 
disassemble the actuator and tool module as taught by Troutner et al. since such 
modification would provide for the modules to be used independent of each other. 
13. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steadman et al. in view of Matthews et al. (6427351). Steadman et al. shows all of the 
claimed elements as set forth above including a slide member 15 in the housing 21 . 
Steadman et al. lacks a pair of elongate distance references. Matthews et al. teaches a 
surgical instrument 10,comprising a handle 36, having a pair and flexible distance 
references 44 and 46 connected at proximal end 24 of slide member 30, 64 within 
housing 66 (Figure 2, column 2 lines 35-65). Therefore it would have been obvious for 
one having ordinary skill in the art at the time of the invention to modify Steadman et al. 
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with a pair of elongate distance references as taught by Matthews et al. for the purpose 
of providing the surgical instrument with distance measurement means. 

14. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steadman et al. and Matthews et al. as applied to claim 7 above, and further in view of 
Burbanketal. (6331166). Steadman et al. shows the slide member 15 in housing 21. 
Matthews et al. teach a pair of flexible distance references 44 and 46 that are 
substantially straight and parallel in shape and divergent at the free ends, but lacks 
disclosure of the material composition of the references. Burbank et al teaches a 
surgical instrument 10 comprising a cutting element 20 located at proximal end 14 of 
housing 18. The cutting element 20 is comprised of Nitinol a flexible memory metal 
(column 4, lines 55-65). Figure 1 illustrates 20 in an arcuate configuration 
demonstrating the flexibility of the Nitinol material. It would have been obvious for one 
having ordinary skill in the art at the time of the invention to modify Steadman et al. to 
include a pair of flexible distance references comprised of Nitinol as taught by Burbank 
et al. since such modification would provide the distance references flexibility to adapt 
their shape configuration over a substantial range of distances. 

15. Claims 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Steadman et al. in view of Shutt et al. (5507772). Steadman et al. shows all of the 
claimed elements as set forth above including a tool module housing 21 (Figure 2A) that 
is fitted with a cannula 128 removably connected by hub 129 (Figure 12, column 9, lines 
7-10). Steadman lacks disclosure of other embodiments of the tool module. In regard 
to claims 12-14, Shutt et al. teaches a surgical instrument 10, comprising a kit including 
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a actuator module 12 and tool module 140 wherein the tool module 140 can be replaced 
with additional tool modules (column 12, lines 42-54), and the handle 12 is sized and 
shaped to support the housing of the tool module 140 (Figure 12, column 12. lines 22- 
40). In regard to claim 15, Steadman shows the actuator module 44 and housing of tool 
module 21 that includes a spring 26 positioned with the slide member 15 to urge the 
slide member 15 toward the proximal end of housing 21 (column 3, lines 1-5). It would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
modify Steadman et al. with a kit comprising an actuator and a plurality of tool modules 
and a handle sized appropriately as taught by Shutt et al. for the purpose of supporting 
the housing of the tool module. 

16. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shutt et 
al. (5507772) in view of Matthews et al. (6427351) and Burbank et al. (6331 166). Shutt 
et al. shows a disposable surgical tool module 140. Shutt et al. lacks a pair of elongate 
distance references made from a shape memory material. Matthews et al. teaches a 
surgical instrument 10,comprising a handle 36, having a pair and flexible distance 
references 44 and 46, that are substantially straight and parallel in shape and divergent 
at the free ends, connected at proximal end 24 of slide member 30, 64 within housing 
66 (Figure 2, column 2 lines 35-65). Burbank et al teaches a surgical instrument 10 
comprising a cutting element 20 located at proximal end 14 of housing 18. The cutting 
element 20 is comprised of Nitinol a flexible memory metal (column 4, lines 55-65). 
Figure 1 illustrates 20 in an arcuate configuration demonstrating the flexibility of the 
Nitinol material. It would have been obvious for one having ordinary skill in the art at 
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the time of the invention to-modify Shutt et al. to include a pair of flexible distance 
references comprised of Nitinol as taught by Matthews et al. and Burbank et al. since 
such modification would provide the distance references flexibility to adapt their shape 
configuration over a substantial range of distance measurements. 
17. Claims 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shutt et al. in view of Matthews et al. In regard to claim 22, Shutt et al. shows a surgical 
instrument 10 comprising a handle 20 including a grip portion 22 at proximal end; hollow 
elongate support member 142 extending outward from handle 20 in distal direction; a 
surgical implement 152; a lever 24 including a curved trigger portion (bottom 3 curves of 
Figure 12) pivotably connected to handle 20 via coupler 26, a drive portion (upper 
portion of 24 Figure 12) and the lever 24 extending through opening 1 1 1 in handle 20; 
slide member 154 having drive surface engaged with drive portion of lever (Figure 12- 
14). Shutt et al. lacks a pair of elongate distance references and a wedge with distance 
indicia. Matthews et al. teaches a surgical instrument 10, comprising a handle 36, 
having a pair and flexible distance references 44 and 46, connected at proximal end 24 
of slide member 30 via tubes 40 and 42 and extending out of distal end of cylindrical 
elongate support member 23 (Figure 1); wherein tubes 42 and 40 extend through 
discrete elongate tubes 22 and 23 having substantially straight and parallel in shape 
curved divergent portions at the free ends; wherein distance references 46 and 44 
extend through the other end of discrete elongate tubes 22 and 23 having substantially 
straight and parallel in shape curved divergent portions at beveled free ends. In regard 
to claim 23, Matthews et al. shows curved portion of elongate tubes having a radius of 
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curvature greater than 5 inches (Figure 13). In regard to claim 24, Matthews et al. 
shows a wedge 39 including distance indicia 72 between the discrete elongate tubes 22 
and 23. Therefore it would have been obvious to one having ordinary skill in the art at 
the time of the invention to modify Shutt et al. with elongate distance references and a 
wedge including distance indicia as taught by Matthews et al. for the purpose of 
measuring distance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kristin D. Rogers whose telephone number is 
571 .272.7293. The examiner can normally be reached on Monday through Friday 
8:00am -4:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Max Hindenburg can be reached on 571.272.4726. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). /f V? J 
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